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1 ARTICLE 41
1.1 Text of Article 41
Article 41

1. Members shall ensure that enforcement procedures as specified in this Part are
available under their law so as to permit effective action against any act of infringement of
intellectual property rights covered by this Agreement, including expeditious remedies to
prevent infringements and remedies which constitute a deterrent to further infringements.
These procedures shall be applied in such a manner as to avoid the creation of barriers to
legitimate trade and to provide for safeguards against their abuse.

2. Procedures concerning the enforcement of intellectual property rights shall be fair and
equitable. They shall not be unnecessarily complicated or costly, or entail unreasonable
time-limits or unwarranted delays.

3. Decisions on the merits of a case shall preferably be in writing and reasoned. They
shall be made available at least to the parties to the proceeding without undue delay.
Decisions on the merits of a case shall be based only on evidence in respect of which
parties were offered the opportunity to be heard.

4. Parties to a proceeding shall have an opportunity for review by a judicial authority of
final administrative decisions and, subject to jurisdictional provisions in a Member's law
concerning the importance of a case, of at least the legal aspects of initial judicial decisions
on the merits of a case. However, there shall be no obligation to provide an opportunity for
review of acquittals in criminal cases.

5. It is understood that this Part does not create any obligation to put in place a judicial
system for the enforcement of intellectual property rights distinct from that for the
enforcement of law in general, nor does it affect the capacity of Members to enforce their
law in general. Nothing in this Part creates any obligation with respect to the distribution of
resources as between enforcement of intellectual property rights and the enforcement of
law in general.

1.2 General

1. In EC - Trademarks and Geographical Indications (US) the Panel referred to the definition of
"intellectual property" in Article 1.2 where that term is used in Part III:

"These claims are made under the obligations with respect to enforcement procedures
found in Part III of the TRIPS Agreement. The obligations in Part III are applicable to
acts of infringement of geographical indications by virtue of the use of the term
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'intellectual property' in Part III and the definition of 'intellectual property' in Article
1.2."

1.3 Article 41.1

2. In China - Intellectual Property Rights, the Panel made the following statement with respect
to certain "acts of infringement" covered by Article 41.1:

"The subject of Section 1 of Part II is 'Copyright and Related Rights'. Within Section 1,
Article 9.1 incorporates Articles 1 through 21 of the Berne Convention (1971) and the
Appendix thereto, with the exception of rights conferred under, or derived from,
Article 6bis. Those provisions provide for the grant of various rights to authors in
respect of their literary and artistic works. Any act falling within the scope of those
rights carried out with respect to protected works without the authorization of the
right holder or outside the scope of an applicable exception is a priori an act of
infringement. Accordingly, an act of infringement of copyright in a literary or artistic
work, as provided for in those provisions of the Berne Convention (1971) that are
incorporated by Article 9.1 of the TRIPS Agreement, is an 'act of infringement of
intellectual property rights covered by this Agreement' within the meaning of the first
sentence of Article 41.1 of the TRIPS Agreement.?"3

3. In Saudi Arabia - Intellectual Property R/ghts the Panel noted the foIIowmg statement made
by the Appellate Body with respect to the phrase "enforcement procedures": "these enforcement
procedures ... provide for an internationally-agreed minimum standard which Members are bound
to implement in their domestic legislation."4

4. Upon finding a violation of Article 42 of the TRIPS Agreement, the Panel recalled that the
complainant had made an additional claim under Article 41.1 of the TRIPS Agreement. The Panel
upheld the complainant's claim under Article 41.1 in the light of its finding of violation under
Article 42:

"The Panel considers that the violation of the obligation under Article 42 of the
TRIPS Agreement to allow parties to be 'represented by independent legal counsel'
gave rise to a consequential violation of the obligation under Article 41.1 to 'ensure
that enforcement procedures as specified in this Part are available under their law'. As
the Panel has found that enforcement procedures as specified in Part III are to that
extent not 'available', the question of whether they permit 'effective action against
any act of infringement' of IP rights covered by the TRIPS Agreement within the
meaning of Article 41.1 does not arise.">

1.3.1 Meaning of the term "enforcement procedures"

5. In China - IPRs Enforcement (EU), the Arbitrator in the ad hoc appeal arbitration under
Article 25 of the DSU agreed with the Panel's interpretation of the term "enforcement procedures"
under Article 41.1. Based on the text of the provision, the Arbitrator emphasised the fact that
enforcement procedures are those that permit effective action against infringements of intellectual
property rights.® In its analysis, the Arbitrator distinguished the term "enforcement procedures"
from "infringement procedures":

"As outlined by the Panel, various provisions in Sections 2 to 5 of Part III support the
interpretation that enforcement procedures are those that compel observance of the

! Panel Report, EC - Trademarks and Geographical Indications (US), para. 7.761. See also Panel Report,
EC - Trademarks and Geographical Indications (Australia), para. 7.731.

2 (footnote original) The Panel's approach does not imply any view as to whether the phrase "any act of
infringement of intellectual property rights covered by this Agreement" refers only to acts of infringement of
the exclusive rights provided for in the TRIPS Agreement.

3 Panel Report, China - Intellectual Property Rights, para. 7.173.

4 Panel Report, Saudi Arabia - Intellectual Property Rights, para. 7.183 (quoting Appellate Body Report,
US - Section 211 Appropriations Act, para. 206).

5 Panel Report, Saudi Arabia - Intellectual Property Rights, para. 7.198.

6 Award of the Arbitrators, China — IPRs Enforcement (EU), para. 4.184.
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provisions of the TRIPS Agreement with a view to preventing infringement of IP rights
under these provisions. For instance, Article 42 requires Members to 'make available
to right holders civil judicial procedures concerning the enforcement of any intellectual
property right' covered by the TRIPS Agreement; Article 50.1(a) requires that judicial
authorities have the authority 'to prevent an infringement of any intellectual property
right from occurring'; and Article 51 requires Members to adopt procedures 'to enable
a right holder ... to lodge an application' with the competent authorities for suspending
the release of suspected counterfeit trademark or pirated copyright goods. It is clear
to us that the aim of the procedures that Members are required to put in place is to
enable right holders - to whom intellectual property rights are conferred by virtue of
the provisions of the TRIPS Agreement - to prevent the occurrence of infringements
to those rights. These provisions provide context for the interpretation of Article 41.1,
second sentence.

We agree with the European Union that, in order to give meaning to the term
'enforcement procedures', it must be understood as broader than the term
'infringement procedures'. We note in this regard that some of the procedures under
Part III are not in the nature of infringement procedures. For instance, this may be
the case for procedures involving injunctions ordering a party to desist from an
infringement under Article 44.1; orders for the infringer to pay damages adequate to
compensate the right holder's injury under Article 45; or criminal procedures and
penalties in cases of wilful trademark counterfeiting or copyright piracy on a
commercial scale under Article 61. It remains, however, that these enforcement
procedures are intended to prevent the occurrence of infringements to the IP rights
conferred under the TRIPS Agreement."’

The Arbitrator found support for this view in the object and purpose of the TRIPS

Agreement:

7.

"This reading of the term 'enforcement procedures' is confirmed by the object and
purpose of the TRIPS Agreement. As we noted in section 4.5.2 above, the TRIPS
Agreement envisages that Members will establish and maintain 'national systems for
the protection of intellectual property', and that these 'national systems' will enshrine
a certain set of common minimum standards for the effective and adequate protection
of intellectual property rights in the territory of a given Member. In this context, we
understand the enforcement procedures specified in Part III of the TRIPS Agreement
as intended to ensure the observance of the minimum standards for the effective and
adequate protection of intellectual property rights set out by the provisions of the
TRIPS Agreement and given effect to in the territory of each Member.

We therefore agree with the Panel that 'enforcement procedures as specified in Part
III permits a right holder (or the government) to seek to stop, prevent, deter, or
remedy an infringement of IP rights provided for in the TRIPS Agreement'."8

In this context, the Arbitrator underlined that the fact that enforcement is the object of a

proceeding does not necessarlly render it an enforcement procedure within the meaning of Article

41.1:

"In our view, however, the mere fact that enforcement may be the object of a
proceeding - or may be implicated in the outcome of a proceeding - does not
automatically mean that such a proceeding qualifies as an 'enforcement procedure' in
the sense of Article 41.1. In this regard, the European Union relies on the context of
Article 42 to seek to expand the scope of procedures that are covered under Article
41.1. On the relationship between Articles 41.1 and 42, we observe that Article 41.1 is
the first provision of Part III and sits in Section 1 entitled 'General Obligations'. As
already mentioned, the first sentence of Article 41.1 provides in relevant part that
'Members shall ensure that enforcement procedures as specified in this Part are
available under their law so as to permit effective action against any act of
infringement of intellectual property rights covered by this Agreement'. As we

7 Award of the Arbitrators, China - IPRs Enforcement (EU), paras. 4.185-4.186.
8 Award of the Arbitrators, China — IPRs Enforcement (EU), paras. 4.187-4.188.
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understand it, Article 41.1 describes the suite of 'enforcement procedures' that are
subsequently referred to in Part III. In turn, Article 42 sits in Section 2 of Part III,
which is entitled 'Civil and Administrative Procedures and Remedies'. Article 42
explicitly requires that civil judicial procedures be made available 'to right holders'.
Therefore, this provision confirms that the aim of the procedures that Members are
required to put in place is to enable right holders - to whom IP rights are conferred by
virtue of the provisions of the TRIPS Agreement - to prevent the occurrence of
infringements to those rights.

Against that background, to use Article 42 as interpretive context to expand the scope
of Article 41.1 would run contrary to the basic structure of Part III. In our view, the
ordinary meaning of Article 41.1 is clear. It refers to 'enforcement procedures' that
are 'so as to permit effective action against any act of infringement of intellectual
property rights covered by this Agreement'. The reference in Article 42 to the civil
judicial procedures 'concerning' the enforcement of any IP right covered by this
Agreement does not alter our analysis."?

8. Finally, the Arbitrator cautioned against according excessive weight to the identity of the
entity initiating the procedure in assessing whether it is an enforcement procedure, and pointed to
the nature of the procedure as the relevant factor in this regard:

"We have some reservations about the prominence afforded in the Panel's reasoning
to the identity of 'who' must be the one to instigate a 'procedure' in Part III, as
distinct from the nature of the 'procedure’ itself.1® We agree that the 'right holder' is
the necessary counterpart of the 'right' conferred under the provisions of the TRIPS
Agreement. Therefore, enforcement procedures under Part III are aimed at preventing
the rights of the right holder from being infringed. At the same time, we consider that
it is the nature of the procedure - and its objective 'to permit effective action against
any act of infringement of intellectual property rights covered by this Agreement' -
which is determinative. For the purposes of the present proceedings, we need not
determine whether a right holder can ever be a defendant or respondent in an
'enforcement procedure'. To the extent that this reasoning formed part of the Panel's
interpretation of Article 41.1, we do not support it."t!

1.4 Article 41.2

9. In Canada - Patent Term, the Panel rejected Canada's argument that, in light of a certain
amount of delay in granting patent rights, the term of protection at issue met with the
requirements under Article 33. In the course of its analysis, the Panel referred to Article 41.2 as it
is applied to acquisition procedures by Article 62.4:

"In our view, requiring applicants to resort to delays such as abandonment,
reinstatement, non-payment of fees and non-response to a patent examiner's report
would be inconsistent with the general principle that procedures not be unnecessarily
complicated as expressed in Article 41.2 and applied to acquisition procedures by
Article 62.4. By their very nature, the delays, which are not tied to any valid reason
related to the examination and grant process, would be inconsistent with the general
principle that procedures not entail 'unwarranted delays' as expressed in Article 41.2
and applied to acquisition procedures by Article 62.4.

We noted in paragraphs 6.107 and 6.108 above that the Commissioner's powers to
reinstate and restore applications under Section 30(2) and Section 73 were
discretionary at all material times and not available as a matter of right to patent
applicants. Canada argued, however, that despite the use of the word 'may' in
Section 73, the payment of the necessary fee enabled the applicant to obtain

° Award of the Arbitrators, China - IPRs Enforcement (EU), paras. 4.193-4.194.

10 (footnote original) We note, for instance, that footnote 4 to Article 23.1 appears to presuppose that a
proceeding in which an interested party brings an action against a trademark that makes use of a geographical
indication could potentially be subject to Article 42, and would thereby qualify as an "enforcement procedure"
in the sense of Part III.

11 Award of the Arbitrators, China - IPRs Enforcement (EU), para. 4.195.
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reinstatement of his patent application as a matter of right. In other words, had the
Commissioner exercised his discretion to refuse an application for reinstatement, an
applicant would have been required to pay an additional fee and pursue legal
proceedings against the Commissioner in a court of law in order for a term of
protection expiring 20 years from the date of filing the application to be available. We
find potential requirements that an applicant commence proceedings for a writ of
mandamus and pay additional fees to be in breach of the general principle that
procedures not be 'unnecessarily complicated or costly' as expressed in Article 41.2
and applied to acquisition procedures by Article 62.4."12

10. In EC - Trademarks and Geographical Indications (Australia) the Panel rejected claims under
Articles 41.1, 41.2, 41.3 and 42 concerning objections to GI registration because the claims
concerned inter partes procedures related to the acquisition of intellectual property rights rather
than enforcement procedures. Article 41.2 was applicable to such procedures by virtue of
Article 62.4:

"Australia's claims concern an inter partes procedure permitting objections which is
related to the acquisition of intellectual property rights under the Regulation. As such,
it is covered by Part IV of the TRIPS Agreement, not Part III. The general principles in
Article 41.2 and 41.3 apply to such inter partes procedures, where a Member's law
provides for them, by virtue of Article 62.4 of the TRIPS Agreement. However,
Article 62.4 is outside the Panel's terms of reference. Accordingly, the Panel rejects
these claims."13

1.5 Article 41.3

11. For the applicability of Article 41.3 to inter partes procedures related to the acquisition of
intellectual property rights, see paragraph 10 above.

1.6 Relationship between Article 41 and other provisions of the TRIPS Agreement and
the Berne Convention

12. In China - Intellectual Property Rights, the Panel reached the following conclusion with
respect to a claim of violation of Article 41.1:

"The Panel recalls its conclusion ... that the Copyright Law, specifically the first
sentence of Article 4, is inconsistent with China's obligations (with respect to the
rights specially granted by the Berne Convention) under Article 5(1) of that
Convention, as incorporated by Article 9.1 of the TRIPS Agreement. In the absence of
protection of the rights specially granted by the Berne Convention, there can be no
enforcement procedures against any act of infringement of such rights with respect to
the relevant works."1#

Current as of: June 2026

2 panel Report, Canada - Patent Term, paras. 6.117-6.118.
13 panel Report, EC — Trademarks and Geographical Indications (Australia), para. 7.731.
14 panel Report, China - Intellectual Property Rights, para. 7.168.




